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DETAILED ACTION 

Response to Amendment 
Responsive to Request for Continued Examination (RCE) March 29, 2006. Claims 1 5 6, 12, 17, 
20, and 25 have been amended. Claims 1-27 remain pending examination. 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S. C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, wlrich the applicant regards as his invention. 

Claim 1-27 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim s 1, 6, 12, 17, 20, and 25 recite the limitation "the Internet account holder". 
There is insufficient antecedent basis for this limitation in the claim. 
Since the claims 2-5, 7-11, 13-16, 18-19, 21-24, and 26-27 depend on the above rejected claims, 
these claims are also rejected under the same rationale. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-3. 6. 8. 12-14, 17. 19-22. 25. and 27 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Ronen CUSPN 5.845,267). 

4. Regarding claims 1 and 12, Ronen (USPN 5,845,267) teaches a system for enabling a 
server to contact an unknown Internet account holder, the Internet account holder being a person 
or entity responsible for an account for Internet access; comprising: 
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a. Receiving a notice from the server via a standardized communication pathway, the 
notice comprising a request time and a requesting IP address, and a communication (column 7, 
line 65 - column 8, line 1; column 5, lines 38-40). 

b. Identifying the account holder based on the requesting IP address and optionally the 
request time (column 8, lines 1-4). 

c. Sending the account holder the communication by an arranged manner (column 8, lines 

24-29), 

d. Wherein the server need not know the identity of the account holder, and the notice 
need not contain information regarding the identity of the account holder (column 7, line 65 - 
column 8, line 1; column 5, lines 38-40). Please note that the server (merchant ISP) only has the 
IP address of the request. The transaction server and billing server correlate this to a user ID, the 
merchant server never sees the user ID. 

5. Regarding claims 2 and 13, Ronen (USPN 5,845,267) teaches all the limitations 
as applied to claims 1 and 12, respectively. He further teaches means wherein the step of 
identifying the account holder comprises checking a list of static IP addresses (column 5, lines 
46-48). 

6. Regarding claims 3, 14, and 22, Ronen (USPN 5,845,267) teaches all the limitations as 
applied to claims 1,12, and 21, respectively. He further teaches means wherein the arranged 
manner is selected from the group consisting of email, fax, voice, standard mail, and destruction 
(column 7, line 65 - column 8, line 1; column 5, lines 3840). Note that the billing server would 
notify the user, if a credit card were billed, standard mail would be used to send the bill. 

7. Regarding claims 6, 17, and 25, Ronen (USPN 5,845,267) teaches a system for enabling 
a server to contact an unknown Internet account holder, the Internet account holder being a 
person or entity responsible for an account for Internet access, with means for: 

a. Receiving a request for a resource (column 7, lines 65-66). 
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b. Determining that the request for the resource warrants sending a notice to an account 
holder (column 7, line 65 - column 8, line 1). Please note that the transaction server determines 
this and forwards a message to the session server. 

c. Identifying a notice destination to which the notice is to be sent (column 8, liens 4-10). 
The session server is the destination in this case. 

d. Generating a notice comprising an apparent IP address, a time the server received the 
request, and a communication (column 8, lines 410). The transaction server queries the session 
server. 

e. Sending the notice to the notice destination via a standardized communications 
pathway (column 8, lines 4-10). The request is sent to the session server. 

8. Regarding claim 8, Ronen (USPN 5,845,267) teaches all the limitations as applied to 
claim 6. He further teaches wherein the server is a web server that is sending a response to an http 
request (figure 1, element 121; column 8, lines 4-10). 

9. Regarding claims 19 and 27, Ronen (USPN 5,845,267) teaches all the limitations as 
applied to claims 17 and 25. He further teaches wherein the resource is an http resource (figure 1, 
element 121; column 8, lines 4-10). 

10. Regarding claim 20, Ronen (USPN 5,845,267) teaches a system for enabling a server to 
contact an unknown Internet account holder, the Internet account holder being a person or entity 
responsible for an account for Internet access; comprising: 

a. A standardized communication pathway server capable of receiving a notice (column 
7, line 65 -column 8, line 1; column 5, lines 38-40). 

b. A parser capable of identifying a request time, a requesting IP address from the notice 
and communication within the notice (column 8, lines 14). 

c. A login database comprising IP addresses, request times, and accounts (column 4, line 
63 - column 5, line 1). 
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d. Account holder communication subsystem for sending the account holder the 
communication (column 8, lines 24-29). 

e. Wherein the server need not know the identity of the account holder, and the notice 
need not contain information regarding the identity of the account holder (column 7, line 65 - 
column 8, line 1; column 5, lines 38-40). Please note that the server (merchant ISP) only has the 
IP address of the request. The transaction server and billing server correlate this to a user ID, the 
merchant server never sees the user ID. 

1 1 . Regarding claim 2 1 , Ronen (USPN 5,845,267) teaches all the limitations as applied to 
claims 1 and 12, respectively. He further teaches means wherein the login database comprises a 
list of static IP addresses (column 5, lines 46-48). 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are such 
that the subject matter as a whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in 
which the invention was made. 

13. Claims 4, 1 L 15. and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ronen (USPN 5.845.267) in view of Grassle (USPN 6.785.824). 

14. Regarding claim 4, Ronen (USPN 5,845,267) teaches all the limitations as applied to 
claim 1 . He further teaches means for checking one or more files comprising a database 
comprising dynamic IP addresses, accounts, and times, and the request time is the time at which 
the server received the requests (column 8, lines 1-4). Although the system disclosed by Ronen 
(USPN 5,845,267) shows substantial features of the claimed invention, it fails to disclose 
specifically means wherein the communication pathway is email. Nonetheless, these features are 
well known in the art and it would have been an obvious modification of the system disclosed by 
Ronen (USPN 5,845,267), as evidenced by Grassle (USPN 6,785,824). 
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In an analogous art, Grassle (USPN 6,785,824) discloses a system for sending messages 
based on Internet usage wherein the communication pathway is email (figure 2, element 108). 

Given the teaching of Grassle (USPN 6,785,824), a person having ordinary skill in the art 
would have readily recognized the desirability and advantages of modifying Ronen (USPN 
5,845,267) by employing email for contacting a user. This is a common form of communication 
on the Internet and benefits the system by making the message immediately available to a user. 

15. Regarding claim 1 1, although the system disclosed by Ronen (USPN 5,845,267) (as 
applied to claim 6) shows substantial features of the claimed invention, it fails to disclose 
specifically means wherein the standardized communication pathway is email. 
Nonetheless, these features are well known in the art and it would have been an obvious 
modification of the system disclosed by Ronen (USPN 5,845,267), as evidenced by Grassle 
(USPN 6,785,824). 

In an analogous art, Grassle (USPN 6,785,824) discloses a system for sending messages 
based on Internet usage wherein the standard communication pathway is email (figure 2, element 
108). 

Given the teaching of Grassle (USPN 6,785,824), a person having ordinary skill in the art 
would have readily recognized the desirability and advantages of modifying Ronen (USPN 
5,845,267) by employing email for contacting a user. This is a common form of communication 
on the Internet and benefits the system by making the message immediately available to a user. 

16. Regarding claim 15, Ronen (USPN 5,845,2677 teaches all the limitations as applied to 
claim 12. He further teaches means for identifying an account holder using dynamic IP addresses, 
accounts, and times, and the request time is the time at which the server received the requests 
(column 8, lines 1-4). 
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Although the system disclosed by Ronen (USPN 5,845,267) shows substantial features of 
the claimed invention, it fails to disclose specifically means wherein the standardized 
communication pathway is email. 

Nonetheless, these features are well known in the art and it would have been an obvious 
modification of the system disclosed by Ronen (USPN 5,845,267), as evidenced by Grassle 
(USPN 6,785,824). 

In an analogous art, Grassle (USPN 6,785,824) discloses a system for sending messages 
based on Internet usage wherein the standardized communication pathway is email (figure 2, 
element 108). 

Given the teaching of Grassle (USPN 6,785,824), a person having ordinary skill in the art 
would have readily recognized the desirability and advantages of modifying Ronen (USPN 
5,845,267) by employing email for contacting a user. This is a common form of communication 
on the Internet and benefits the system by making the message immediately available to a user. 2 
17. Regarding claim 23, Ronen (USPN 5,845,267) teaches all the limitations as applied to 
claim 2 1 . He further teaches means wherein the login database comprises dynamic IP addresses, 
accounts, and times (column 8, lines 1-4). 

Although the system disclosed by Ronen (USPN 5,845,267) shows substantial features of 
the claimed invention, it fails to disclose specifically means wherein the standardized 
communication pathway server is an email server. 

Nonetheless, these features are well known in the art and it would have been an obvious 
modification of the system disclosed by Ronen (USPN 5,845,267), as evidenced by Grassle 
(USPN 6,785,824). 

In an analogous art, Grassle (USPN 6,785,824) discloses a system for sending messages 
based on Internet usage wherein the standardized communication pathway server is an email 
server (figure 2, element 108). 
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Given the teaching of Grassle (USPN 6,785,824), a person having ordinary skill in the art 
would have readily recognized the desirability and advantages of modifying Ronen (USPN 
5,845,267) by employing email for contacting a user. This is a common form of communication 
on the Internet and benefits the system by making the message immediately available to a user. 

18. Claims 7, 10. 18, and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ronen (USPN 5,845,267) in view of McClain et al. (USPN 6.722,214). 

19. Regarding claims 7, 1 8, and 26, although the system disclosed by Ronen (USPN 
5,845,267) (as applied to claims 6, 17, and 25, respectively) shows substantial features of the 
claimed invention, it fails to disclose means for warning a user that fulfilling the request for a 
resource will result in the sending of a notice. 

Nonetheless, these features are well known in the art and it would have been an obvious 
modification of the system disclosed by Ronen (USPN 5,845,267), as evidenced by McClain et 
al (USPN 6,722,2 14).\ 

In an analogous art, McClain et al. (USPN 6,722,214) discloses a system for evaluating 
web requests with means for warning a user that fulfilling the request for a resource will result in 
the sending of a notice (column 11, lines 20-25). 

Given the teaching of McClain et al, (USPN 6,722,214), a person having ordinary skill in 
the art would have readily recognized the desirability and advantages of modifying Ronen (USPN 
5,845,267) by employing the warning of users that a notice may be sent. This benefits the system 
by allowing a user to choose not to access content or purchase something if it is known that 
charges will be incurred or if the material is inappropriate. 

20. Regarding claim 10, although the system disclosed by Ronen (USPN 5,845,267) (as 
applied to claim 8) shows substantial features of the claimed invention, it fails to disclose means 
wherein the response to the hypertext transfer protocol request contains hypertext code that 
enables a caching server to send notices on behalf of the server. 
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Nonetheless, these features are well known in the art and it would have been an obvious 
modification of the system disclosed by Ronen (USPN 5,845,267), as evidenced by McClain et 
al. (USPN 6,722,214). 

In an analogous art, McClain et al. (USPN 6,722,214) discloses a system for evaluating 
web requests wherein the response to the hypertext transfer protocol request contains hypertext 
code that enables a caching server to send notices on behalf of the server (abstract; column 1 1, 
lines 20-25). 

Given the teaching of McClain et al. (USPN 6,722,2 14), a person having ordinary skill in 
the art would have readily recognized the desirability and advantages of modifying Ronen (USPN 
5,845,267) by employing a cache server that can send messages in place of the origin server. This 
benefits the system by ensuring that cached data is protected from inappropriate access or charges 
even though it is not newly downloaded from the server. 

21. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ronen (USPN 
5.845.267) in view of Forlenza et al. (USPN 6.725.380). 

22. Regarding claim 9, although the system disclosed by Ronen (USPN 5,845,267) (as 
applied to claim 8) shows substantial features of the claimed invention, it fails to disclose means 
wherein the response to the hypertext transfer protocol request contains hypertext code that aids 
in preventing the caching of the Web page. 

Nonetheless, these features are well known in the art and it would have been an obvious 
modification of the system disclosed by Ronen (USPN 5,845,267), as evidenced by Forlenza et 
al (USPN 6,725,380). 

In an analogous art, Forlenza et al. (USPN 6,725,380) discloses a system for ensuring 
security in Internet usage wherein the response to the hypertext transfer protocol request contains 
hypertext code that aids in preventing the caching of the Web page (column 7, lines 16-21). 
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Given the teaching of Forlenza et al. (USPN 6,725,380), a person having ordinary ski! ! in 
the art would have readily recognized the desirability and advantages of modifying Ronen (USPN 
5,845,267) by preventing the caching of some content. This benefits the system by protecting the 
user from future accesses of inappropriate or personal information. 

Allowable Subject Matter 

23. Claims 5, 16 and 24 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Response to Arguments 

24. Applicant's arguments filed June 9, 2005 have been fully considered but they are not 
persuasive. 

• In the remarks, the Applicant argues in substance that Ronen does not teach newly added 
limitation "the Internet account holder being a person or entity responsible for an account 
for Internet access". 

• In response to applicant's arguments, the recitation "the Internet account holder 
being a person or entity responsible for an account for Internet access" has not been 
given patentable weight because the recitation occurs in the preamble. A 
preamble is generally not accorded any patentable weight where it merely recites 
the purpose of a process or the intended use of a structure, and where the body of 
the claim does not depend on the preamble for completeness but, instead, the 
process steps or structural limitations are able to stand alone. See In re Hirao, 
535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 
88 USPQ 478, 481 (CCPA 1951). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ramsey Refai whose telephone number is (571) 272- 
3975. The examiner can normally be reached on M-F 8:30 - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on (571) 272-3913. The fax phone 
number for the organization where this application or proceeding is assigned is 571-273- 
8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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